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This is a decision on the petition filed September 10, 2007, 
pursuant to 37 C.F.R. § 1.137(a) 1 , to revive the above-identified 
application . 

Background 

The above-identified application became abandoned for failure to 
reply within the meaning of 37 CFR .§ 1.113 in a timely manner 
to the -final Office action mailed April 21, 2006, which set a 
shortened statutory period for reply of three months. An after- 
final amendment was received on June 21, 2006, and an advisory 
action was mailed on October 11, 2006. A second after-final 
response (two terminal disclaimers) was submitted on October 19, 
2006, along with a three-month extension of time, and a second 



1 A grantable petition pursuant to 37 C.F.R. § 1.137(a) must be accompanied 
by: 

(1) The reply required to the outstanding Office action or notice, 
unless previously filed; 

(2) The petition fee as set forth in 37 C.F.R. § 1.17(1); 

(3) A showing to the Commissioner that the entire delay in filing the 
required reply from the due date for the reply until the filing of 
a grantable petition was unavoidable; 

(4) Any terminal disclaimer (and fee as set forth in 37 C.F.R. 

§ 1..20(d)) required pursuant to. paragraph .(d) of this section. 
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advisory action was mailed on June 14, 2007. No further 
responses were received, and no additional extensions of time 
under the provisions of 37 CFR § 1.136(a) were available. 
Accordingly, the above-identified application became abandoned 
on October 22, 2006. A notice of abandonment was mailed on 
August 6, 2007. 

A discussion follows. 



' The Applicable Standard 



Nonawareness of a PTO rule will not constitute unavoidable delay 

The burden of showing the cause of the delay is on the person 
seeking to revive the application . 

."[T]he question of whether an applicant's delay in prosecutinq 
an application was unavoidable must be decided on a case-by-case 
basis, taking all of the facts and circumstances into account." 4 

The general question asked by the Office is: "Did petitioner act 
as a reasonable and prudent person in relation to his most 
important business?" 5 

A delay caused by an applicant's lack of knowledge or improper 
application of the patent statute, rules of practice, or the 
MPEP is not rendered "unavoidable" due to either the applicant's 
reliance upon oral advice from USPTO employees or the USPTO' s 
failure to advise the applicant to take corrective action 6 . 

Decisions on reviving abandoned applications on the basis of 
"unavoidable" delay have adopted the reasonably prudent person 
standard -in determining if the delay was unavoidable: 

The word ^unavoidable' ... is applicable to ordinary human 
affairs, and requires no more or greater care or diligence than 
is generally used and observed by prudent and careful men in 



2 See Smith- v. Mossinqhof f , 671 F.2d 533; 538, 213 U.S.P.Q. (BNA) 977 (Fed. 
Car. 1982) ( citing Potter v. Dann , 201 U.S.P.Q. ( BNA) 574 (D.D.C. 1978) for 
the proposition that counsel's nonawareness of PTO rules does not constitute 
"unavoidable" delay)). Although court decisions have only addressed the 
issue of lack of knowledge of an attorney, there is no reason to expect a 
different result due to lack of knowledge on the part of a pro se (one who 
prosecutes on his own) applicant. It would be inequitable for a court to 
determine that a client who spends his hard earned money on an attorney who 
happens not to know a specific rule should be held to a higher standard than 
a pro se applicant who makes (or is forced to make) the decision to file the 
application without the assistance of counsel. See also Donnelley v. 
Dickinson , 123 Fsupp2d 456, 459. 

3 Id^ _ 

4 See In re Sivertz, 227 USPQ 255, 256 (Comm'r Pat. 1985).' 

5 See In re Mattulah , 38 App. D.C. 497 (D.C. Cir. 1912). 

6 See In re Sivertz , 227 USPQ 255, 256 (Comm'r Pat. 1985). 
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relation to their most important business. It permits them in 
the exercise of this care to rely upon the ordinary and 
trustworthy agencies of mail and telegraph, worthy and reliable 
employees, and such other means and instrumentalities as are 
usually employed in such important business. If unexpectedly or 
through the unforeseen fault or imperfection of these agencies 
and instrumentalities, there occurs a failure, it may properlv be 
said to be unavoidable, all other conditions of promptness in its 
rectification being present . 

A petition cannot be granted where a petitioner has failed to 
meet his or her burden of establishing that the delay was 
"unavoidable . " 

The Office must rely on the actions or inactions of duly authorized' and 
voluntarily chosen representatives of the applicant, and the applicant is 
bound by the consequences of those actions or inactions 9 . Specifically, " 
petitioner's delay caused by the mistakes or negligence of his voluntarily 
chosen representative does not constitute unavoidable delay within the 
meaning of 35 U.S.C. § 133 10 . 

The actions of the attorney are imputed to the client, for when 
a petitioner voluntarily chooses an attorney to represent him 
the petitioner cannot later distance himself from this attorney 
so as to avoid the repercussions of the actions or inactions of 
this selected representative, for clients are bound by the acts 
of their lawyers/agents, and constructively possess "notice of 
all facts, notice of which can be charged upon the attorney 11 ." 

Courts hesitate to punish a client for its lawyers gross 
negligence, especially when the lawyer affirmatively misled the 
client," but "if the client freely chooses counsel, it should be 
bound to counsel's actions 12 ." 

In addition, decisions on revival are made on a u case-by-case basis, taking 
all the facts and circumstances into account 13 ." 

A petition cannot be granted where a petitioner has failed to meet his or her 
burden of establishing that the delay was "unavoidable 1 ^ . " 



7 In re Mattullath , 38 App. D.C at (1912) (quoting Ex parte Pratt , 1887 Dec 
Comm'r Pat. 31, 32-33 (1887)); see also Winkler v. Ladd , 221 F. Supp 550 
552, 138 USPQ 666, 167-68 (D.D.C. 1963), aff 'd , 143 USPQ 172 (D.C. Cir. 
1963); Ex parte Henrich , 1913 Dec. Comm'r Pat. 139, 141 (1913). 

8 Haines , 673 F. Supp. at 314, 316-17; 5 USPQ2d at 1131-32. 

9 Link v. Wabash , 370 U.S. 626, 633-634 (1962). 

10 Haines , 673 F.Supp. at 316-17, 5 U.S.P.Q.2d at 1131-32; Smith v. Di amond 
209 USPQ 1091 (D.D.C. 1981); Potter v. Dann , 201 USPQ 574 (D.D.C. 1978) ; Ex' 
parte Murray , 1891 Dec. Comm'r Pat. 103, 131 (Comm'r Pat. 1891) ~ 

11 Link at 633-634 . 

12 Inryco, Inc. v. Metropolitan Engineering Co., Inc. , 708 F.2d 1225, 1233 
.(7th Cir: 1983). See also , Wei v. State of Hawaii , 763 F.2d 370, 372 (9th 
Cir. 1985); LeBlanc v. I.N.S. , 715 F.2d 685, 694 (1st Cir. 1983). 

13 Smith v. Mossinghoff , 671 F.2dat 538; 213 USPQ at 982. 

14 Haines , 673 F. Supp. at 314, 316-17; 5 USPQ2d at 1131-32. 
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The Relevant Law and Regulations 
35 U.S.C. § 133: Time for prosecuting application . 

Upon failure of the applicant to prosecute the application within six 
months after any action therein, of which notice has been given or 
mailed to the applicant, or within such shorter time, not less than 
thirty days, as fixed by the Director in such action, the application 
shall be regarded as abandoned by the parties thereto, unless it be 
shown to the satisfaction of the Director that such delay was 
unavoidable. 

(Amended Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat 
1501A-582 (S. 1948 sec. 4 732 (a ) ( 10 ) ( A) ) . ) 

37 C.F.R. § 1.2; Business to be transacted in writing . 

All business with the Patent and Trademark Office should be transacted 
in writing. The personal attendance of applicants or their attorneys or ' 
agents at the Patent and Trademark Office is unnecessary. The action of 
the Patent and Trademark Office will be based exclusively on the written 
record in the Office. No attention will be paid to any alleged oral 
promise, stipulation, or understanding in relation to which there is 
disagreement or doubt. 

37 C.F.R. § 1.113: Final rejection or action . 

(a) On the second or any subsequent examination or consideration by the 
examiner the rejection or other .action may be made final, whereupon 
applicant's, or for ex parte reexaminations filed under § 1.510, patent 
owner's reply is limited to appeal in the case of rejection of any claim 
(§ 41.31 of this title), or to amendment as specified in § 1.114 or § 
1.116. Petition may be taken to the Director in the case of objections 
or requirements -not ' involved in the rejection of any claim (§ 1.181).- 
Reply to a final rejection or action must comply with § 1.114 or 
paragraph (c) of this section. For final actions in an inter partes 
reexamination filed under § 1.913, see § 1.953. 

(b) In making such final rejection, the examiner shall repeat or state 
all grounds of rejection t-hen considered applicable to the claims in the 
application, clearly stating the reasons in support thereof. 

(c) Reply to a final rejection or action must include cancellation of, 
or appeal from the rejection of, each rejected claim. If any claim 
stands allowed, the reply to a final rejection or action must comply 
with any .requirements or objections as to form. 

[24 FR 10332, Dec. 22, 1959; 46 FR 29182, May 29, 1981; revised, 62 FR 
53131, Oct. 10, 1997, effective Dec. 1, 1997"; revised, 65 FR 14865, Mar. 
20, 2000, effective May 29, 2000 (adopted as final, 65 FR 50092, Aug. 
16, 2000); para, (a) revised, 65 FR 76756, Dec. 7, 2000, effective Feb. 
5, 2001; para, (a) revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 
2003; para, (a) revised, 69 FR 49959, Aug. 12, 2004, effective Sept 13 
2004] 
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37 .C.F.R. § 1.116 Amendments and affidavits or other e vidence after 
final action and prior to appeal. ] ~~ — 

(a) An amendment after final action must comply with § 1.114 or this 
section. 

(b) After a final rejection or other final action (§1.113) in an 
application or in an ex parte reexamination filed under § 1 510 or an 
action closing prosecution (§ 1.949) in an inter partes reexamination 
filed under § 1.913, but before or on the same date of filinq an appeal 
(§ 41.31 or § 41.61 of this title).: ' PP 

(1) An amendment may be made canceling claims or complying with any 
requirement of form expressly set forth in a previous Office' action; 

(2) An amendment presenting rejected claims in better form for 
consideration on appeal may be admitted; or 

(3) An amendment touching the merits of .the application or patent under 
reexamination may be admitted upon a showing of good and sufficient 
reasons, why the amendment is necessary and was not earlier presented. ' 

(c) The admission of, or. refusal to admit, any amendment after a final 
rejection, a final action, an action closing prosecution, or -any related 
proceedings will not operate to relieve the application or reexamination 
proceeding from its condition as subject to appeal or to save the 
application from abandonment under § 1.135, or the reexamination 
prosecution from termination under § 1.550(d) or § 1.957(b) or 
limitation of further prosecution under § 1.957(c). 

(d) 

(1) Notwithstanding the provisions of paragraph (b) of this section, no 
amendment other than canceling claims, where such cancellation does not 
affect the scope of any other pending claim in the proceeding, can be 
made in an inter partes reexamination proceeding after the right of 
appeal notice under § 1.953 except as provided in § 1.981 or as 
permitted by § 41.77(b)(1) of this title. 

(2) Notwithstanding the provisions of paragraph (b) of this section, an ■ 
amendment made after a final rejection or other final action (§ 1.113) 
in an ex parte reexamination filed under §1.510, or an action closing 
prosecution (§ 1.949) in an inter partes reexamination filed under § 
1.913 may not cancel claims where such cancellation affects- the scope of 
any other pending claim in the reexamination ' proceeding except as 
provided in § 1.981 or as permitted by § 41.77(b) (1) of this title. 

(e) An affidavit or other evidence submitted after a final rejection or 
other final action '(§ 1.113) in an application or in an ex parte 
reexamination filed under § 1.510, or an action closing prosecution (§ 
1.949) in an inter partes reexamination filed under § 1.913 but before 
or on the same date of filing an appeal (§ 41.31 or § 41.61 of this 
title), may be admitted upon a showing of good and sufficient reasons 
why the affidavit or other evidence is necessary and was not earlier 
presented . 



Application No. 10/796,875 
Decision on Renewed Petition 



Page 6 



(f) Notwithstanding the provisions of paragraph ■( e ) of this section, no 
affidavit or other evidence can be made in an inter partes reexamination 
proceeding after the right of appeal notice under § 1.953 except as 
provided in § 1.981 or as permitted by § 41.77 (b)(1) of this title. 

(g) After decision on appeal, amendments, affidavits and other evidence 
can only be. made as provided in §§ 1.198 and 1.981, or to carry into 
effect a recommendation under § 41.50(c) of this title. 

[24 FR 10332, Dec. 22, 1959; 46 FR 29183, May 29, 1981; para, (a) 
revised, 62 FR 53131, Oct. -10, 1997, effective Dec. 1, 1997; revised, 65 
FR 14865, Mar. 20, 2000, effective May 29, 2000 (adopted as final, 65 FR 
50092, Aug. 16, 2000 );■ paras . (b) and (d) revised, 65 FR 76756, Dec. 7, 
2000, effective Feb. 5, 2001; revised, 69 FR 49959, Aug. 12, 2004, 
effective Sept. 13, 2004] 



37 C.F.R. § 1.135: Abandonment for failure to reply within time period . 

(a) If an applicant of a patent application fails to reply within the 
time period provided under § 1.134 and § 1.136, the application will 
become abandoned unless an Office action indicates otherwise. 

(b) Prosecution of an application to save it from abandonment pursuant 
to paragraph (a) of this section must include such complete and proper 
reply as the condition of the application may require. The admission of, 
or refusal to admit, any amendment after final rejection or" any 
•amendment not responsive to the last action, or any related proceedings, 
will not operate to save the application from abandonment. 

(c) When reply by the applicant is a bona fide attempt to advance the 
application to final action, and is substantially a complete reply to 
the non-final Office action, but consideration of some matter or 
compliance with some requirement has been inadvertently omitted, 
applicant may be given a new time- period for reply under § 1.134 to 
supply the omission. 

[Paras, (a), (b) , and (c) , 47 FR 41276, Sept. 17, 1982, effective Oct. 
1, 1982; para. (d). deleted, 49 FR 555, Jan. 4, 1984, effective Apr. 1, 
1984; revised, 62 FR- 53131, Oct. 10, 1997, effective Dec. 1, 1997] 



Analysis 

Petitioner received a final Office action, which rejected claim 
17 under 35 U.S.C. § 112, claims 1, .3, 4, 7 through 17,. and 20 . 
under the judicially created doctrine of obviousness-type double 
patenting, and claims 1-24 under 35 U.S.C. § 103(a). 

It is clear from rules 37 C.F.R. §§ 1.116 and 1.135 that 
abandonment of an application is risked when the applicant' 
proffers an amendment after the mailing of a final Office - 
action. The rule clearly indicates that the mere filing of an 
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amendment does not relieve applicant of the duty to take 
appropriate action to save the application from abandonment. 

If steps are not taken after final to maintain pendency prior to 
the expiration of the maximum extendable period for reply, the 
application will go abandoned. Put another- way, the submission 
of an after final amendment which fails to place the application 
in condition for allowance will result in the abandonment of the 
application, unless one of the following four items is filed 
prior to the maximum extendable period for reply: 

• a subsequent amendment which places the 
.application in condition for allowance: 

• a Notice of Appeal: 

• a Request 'for a Continuation Application 
pursuant to 37 C.F.R. § 1.53(b), if 
applicable: 

• a Request for Continued Examination 
pursuant to 37 C.F.R. § 1.114, and; 

• a Terminal Disclaimer, if applicable. 

In response to this, final rejection, Petitioner submitted an 
after-final amendment on June 21, 2006, and an advisory action 
was mailed on October 11, 2006, indicating 

the applicant has not provided a terminal disclaimer as stated in 
the remarks section of the after final amendment. 

On October 19, 2006, Applicant submitted a terminal disclaimer 
a. three-month extension of time, and a one-page letter entitled 
"COMMUNICATION." iea 



A 



second advisory action was mailed on June 14, 2007 



With the present petition, Petitioner has asserted that he did 
not believe that any action needed to be taken after receivinq 
the first advisory action, other than the submission of two 
terminal disclaimers, due to a telephone conversation he 
purportedly had with the Examiner. Petitioner asserted that on 
October 19, 2006, he was informed over the phone that 

if the Terminal Disclaimers were submitted before October 21, 
2006, that the application would not go abandoned and that 
Applicant would not need to file an RCE. 

As such, it appears that Petitioner relied on this purported 
oral understanding. 

37 C.F.R. §1.2 sets forth, in toto: 

All business with the Patent and Trademark Office should be 
transacted in writing. The personal attendance of applicants or 
their attorneys or agents at the Patent and Trademark Office is 
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unnecessary. The action of the Patent and Trademark Office will.be 
based exclusively on the written record in the Office. No 
attention will be paid to any alleged oral promise, stipulation, 
or understanding in relation to which there is disagreement or 
doubt . 

Petitioner was in possession of a Final Rejection that set forth 
a plurality of rejections. The first advisory action, mailed in 
response to the after-final amendment, has been reviewed by the 
undersigned, and it does not appear to indicate that any of the 
previously made rejections had been overcome by said amendment. 
However, Petitioner appears to have discounted the majority of 
the rejections contained in the Final Rejection, based on an 
alleged oral understanding he had with the Examiner. 



Pursuant- to Rule § 1.2, Petitioner cannot rely on an oral 
assurance that was allegedly made by the Examiner,, and this 
petition must be DISMISSED. 

CONCLUSION 

Any reply must be submitted within TWO MONTHS from the mail- date 
of this decision. Extensions of time under 37 C.F.R. § 1.136(a) 
are permitted. The reply should include a cover letter entitled 
"Renewed Petition Under 37 C.F.R. § 1.137(a)". This is not a 
final agency action within the meaning of 5 U.S.C § 704. 

NOTICE : 



Thereafter, there will be no further reconsideration of this 

matter ib ' lb . ~~~ " " ~ 

Petitioner may wish to strongly consider filing a petition under 
37 C.F.R. §1. 137(b). Petitioner's only relief is a petition 



15 For more than a century, punctuality and due diligence, equally with good 
faith, have been deemed essential requisites to the success of those who seek 
to obtain the special privileges of the patent law, and they are demanded in 
the interest of the public and for the protection of rival inventors. See: 
Porter v. Louden , 7 App.D.C. 64 (C.A.D.C. 1895), citing Wollensak v. ' 
Sargent , 151 U.S. 221, 228, 38 L. Ed. 137, 14 S. Ct . 291 (1894) . An" 
invention benefits no one unless it is made public, and the rule of diligence 
should be so applied as to encourage reasonable promptness in conferring this 
benefit upon the public. Automatic Electric Co. v. Dyson , 52 App . D.C. 82; 
281 F. 586 (C.A.D.C. 1922). Generally, 35 U.S.C. §6; 37 C.F.R.§§1 181* 182' 
183. 

16 If, on renewed petition, Petitioner fails to satisfy the showings burden 
required: (a) the resulting decision may be one viewed as final agency 
action; and (b) provisions for reconsideration, such as those at 37 C.F.R. 

§ 1.137(e), will not apply to that decision. 
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under 37 C.F.R. §1. 137(b), and - having been made aware of this 
reality - any delay in promptly seeking relief under 37 C.F.R. 
§ 1.137(b) may be considered evidence of intentional delay and 
an absolute bar to revival. 

Any response to this decision should indicate in a prominent 
manner that the attorney handling this matter is Paul Shanoski, 
and may be submitted by mail 17 , hand-delivery 18 , or facsimile 19 / 
Registered users of .EFS-Web may alternatively submit a response 
to this decision via EFS-Web 20 . 

If responding by mail, Petitioner is advised not to place the 
undersigned's name on the envelope. Only the information that 
appears in the footnote should be included - adding anything 
else to the' address will delay the delivery of the response to 
the undersigned. 

Telephone inquiries regarding this decision should be directed 
to .the undersigned at (571) 272-3225 21 . All other inquiries 
concerning examination procedures or status of the application 
should be directed to the Technology Center. 

It is noted that the address listed on the petition differs from 
the address of record. The application file does not indicate a 
change of correspondence address has been filed in this case, 
although the address given on the petition differs from the 
address of record. If Petitioner desires to receive future 
correspondence regarding thi.s application, the change of 
correspondence address must be submitted. A courtesy copy of 
this decision will be mailed to Petitioner. However, all future 
correspondence will be directed to the address of record until 
such time as appropriate instructions are received to the 
contrary. Petitioner will not receive future correspondence ■ 
related to this application unless Change of Correspondence 
Address, Patent Form (PTO/SB/122) is submitted for the above- 
identified application. For Petitioner's convenience, a blank 



17 Mail Stop -Petition, Commissioner for Patents, United States Patent and 
Trademark .Of fice, P.O. Box 1450, Alexandria, VA, 22313-1450. 

18 Customer Window, Randolph Building, 401 Dulaney Street,' Alexandria VA 
22314. 

19 (571) 273-8300- please note this . is a central facsimile number. 

20 hi t . py : / s [Orj:al_ ■ s p t o .gov /a u t h e n t . .- c a t e / a u t r ■ e :o 1 1 c a t e u s e :i: 1 o c a 1 e p t\ i v< vn ; 

21 Petitioner will note that ail practice before the Of Fi^e^h^~uTd~be"~in 
writing,, and the action of the Office will be based exclusively on the 
written record in the Office. See 37 C.F.R. § 1.2. As such, Petitioner is 
reminded that no telephone discussion may be controlling or considered 
authority for any further action(s) of Petitioner. 
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Change of Correspondence Address, Patent Form ( PTO/SB/122 ) , 
be found at http://www.uspto.gov/web/forms/sb0122.pdf. 




Paul Shanoski 
Senior Attorney 
Office of Petitions 

United States Patent and Trademark Office 



cc: Darin J. Gibby 

1200 17th Street, Suite 2700 
Denver, Colorado 8 02 02 



